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IN THE UNITED STATES PATE NT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD  

      
 
 
THE CHAMBER OF COMMERCE OF 
THE UNITED STATES OF AMERICA 
 

Opposer, 
 

v. 
 
UNITED STATES HISPANIC CHAMBER 
OF COMMERCE FOUNDATION, 
 

Applicant. 
 

 
 
 
 

Opposition No.:  91/156,321 
 

Serial No.: 78/081,731 

 
 

OPPOSER’S REPLY IN SUPPORT OF ITS  
MOTION TO EXTEND ITS TESTIMONY PERIOD  

 
Opposer (“the U.S. Chamber”) has moved for a brief extension of time in its reply period 

for the limited purpose of presenting testimony to authenticate a fact that a third-party witness 

(Daniel Ramos) referenced during his trial deposition.  See D.I. 72 (“Opp.’s Mot.”).  As Opposer 

explained in its motion, neither this fact nor the witness’ reliance on it was known to Opposer 

before it took the deposition of the third-party witness pursuant to a subpoena during the reply 

period, and as soon Opposer became aware of the circumstances, it subpoenaed the necessary 

additional party (“HCRA”) the next day for the purpose of offering testimony during the reply 

period, which period had never been extended before.  Unfortunately, however, the person at the 

third party with relevant knowledge was not available to testify until after the close of the reply 

period, and although Opposer sought Applicant’s consent to extend the reply period by a week 

(as the witness was available a mere four days after the close of the period) so as to allow the 
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parties to complete the presentation of evidence in this matter, Applicant refused, thus 

necessitating the filing of Opposer’s motion on a showing of good cause. 

Applicant has now formally opposed Opposer’s request for a short extension.  Notably, 

though, Applicant in its papers does not challenge the fact that Opposer, in fact, has good cause 

for bringing the instant motion and seeking the extension.  After all, for the reasons stated above 

(and as set forth in the original motion), such challenge likely would be doomed to fail given that 

Opposer has only sought a short extension for the very limited purpose of authenticating new 

facts that were not known to Opposer until late in its testimony period.  Instead, Applicant seeks 

to tie the fate of its own motion to extend (D.I. 50) in with Opposer’s motion, suggesting that 

both should either be denied or granted.  Unlike Opposer here, however, Applicant was not able 

to establish good cause to support its motion.  See D.I. 54.  As such, Opposer’s motion to extend 

its reply period should be granted and Applicant request to extend should be denied. 

 

ARGUMENT  

1. Opposer Has Established Good Cause for Why 
 the Requested Extension Should be Granted 
 

To establish good cause to extend a testimony period, the movant must demonstrate that 

“the requested extension of time is not necessitated by the party’s own lack of diligence or 

unreasonable delay in taking the required action during the time previously allotted therefor.”  

TBMP, §509.01(a).  As indicated above, Opposer only seeks to extend its reply testimony period 

for the limited purpose of offering testimony to authenticate a specific document that was only 

recently identified during the testimony of Mr. Ramos, a third party.  See also Opp. Mot. at 2-3. 
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Specifically, Opposer wishes to extend its reply testimony period so that it can offer 

testimony from the Hispanic Association on Corporate Responsibility (HACR) to authenticate a 

document that shows what a particular page from the HACR website looked during the later part 

of last year (and in early 2008).  Opposer only learned of the relevance of this old website page 

during the deposition of Mr. Daniel Ramos, who was designated by third parties Hispanic 

Achievers, Inc. and National Hispanic Corporate Achievers, Inc. to speak as their Rule 30(b)(6) 

corporate designee in connection with a subpoena ad testificatum issued by Opposer during its 

reply testimony period.   More particularly, during the deposition, Opposer established that Mr. 

Ramos’ organization sent a letter that was intended to reach Applicant’s then-CEO (Michael 

Barrera) to Opposer instead.  The relevance of the HACR website page is that according to Mr. 

Ramos, his organization looked to the website in early 2008 to find Mr. Barrera’s name, title, and 

organization, and the website properly listed Mr. Barrera’s as being affiliated with Applicant, but 

did not provide an address.  See Declaration of Erik C. Kane (“Kane Decl.”) ¶2 (Ramos Depo. 

8:16 – 9:25); Opp. Mot. at Ex. 5.  Thus, when the person who sent the letter went to look up the 

address for Applicant through other sources (namely, by conducting a search online), he or she 

must instead came across and used the address for Opposer, either believing that the two 

organizations were one and the same (or otherwise connected) or thinking that one or more of 

Opposer’s registered names “U.S. Chamber” and/or “U.S. Chamber of Commerce” was simply 

the short form for “U.S. Hispanic Chamber of Commerce,” as used by Applicant.  Either way, 

this evidence amounts to yet an additional instance of actual confusion in this case. 

After taking Mr. Ramos’ deposition, however, Opposer learned that HACR had updated 

its website to reflect the new CEO of Applicant.  Opposer, though, was able to locate an archived 

copy of HACR’s website (from www. archive.org), which confirmed Mr. Barrera’s testimony.  
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Upon finding this archived page, Opposer ask Applicant to stipulate to its authenticity, but 

Applicant refused to consent.  See Kane Decl. ¶3.  Thus, Opposer needed the testimony of 

HACR to help authenticate the previous version of the HACR website.   

Consequently, Opposer moved promptly to take HACR’s deposition, issuing a subpoena 

within twenty-four hours of learning that Mr. Ramos had referenced the old HACR site.  As 

there was no way for Opposer to know that those in Mr. Ramos’ organization referred to the 

HACR website when addressing the letter in question (Mr. Ramos is a third party who did not 

have any contact with Opposer prior to his deposition; see Kane Decl. ¶2 at 21:1 – 23:24), 

Opposer’s need to extend it reply period was therefore not for the lack of any diligence.1 

In fact, Opposer has by now taken the testimony of HACR in co-pending Cancellation 

No. 92/045,876 (the “Cancellation proceeding”), which is closely related to this proceeding both 

as to issues and parties (Mr. Ramos’ testimony was offered in that case as well), but which has 

not yet been formally consolidated.  Opposer was able to take the testimony of HACR in the 

Cancellation proceeding because although the schedules of the two proceedings substantially 

overlap (Opposer’s reply period in the present action ran mostly concurrently with Opposer’s 

testimony period in the cancellation), Opposer’s testimony period in the cancellation ran a few 

extra days, thus permitting Opposer to complete the HACR testimony on May 2, 2008.2  In fact, 

Applicant’s counsel attended that deposition (the direct portion of which was exceedingly short) 

                                                           
1 Indeed, if the HACR representative had been available on the subpoenaed date, it  would not have been 
necessary to file a request to extend time at all.  As it turned out, though, the person who HACR wished to designate 
to testify on its behalf was unavailable on any date during the testimony period.   
2 Applicant wrongly argues that Opposer took HACR’s testimony outside its testimony period.  Opposer 
could have awaited the Board’s decision to reopen testimony and then taken the deposition.  However, given the 
overlapping schedule with the Cancellation proceeding, Opposer thought it more expedient to notice the testimony 
deposition in its testimony period in the Cancellation proceeding and then seek leave to reuse it here.  Thus, 
Opposer’s deposition was timely within that co-pending proceeding. 
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and has already cross-examined the HACR corporate designee.  See Kane Decl. ¶4 at 9:6 – 

16:17. 

As a result, it is anticipated that Opposer’s sole activity during any extended reply period 

would be to file a motion to reuse the HACR testimony from the Cancellation proceeding in the 

current opposition proceeding.3  In fact, Opposer will to stipulate that this would be the only 

activity Opposer will take during its “reply,” unless that motion to reuse is for some reason 

denied.  But see D.I. 38 (Cancellation No. 92/045,876) (granting leave to use testimony for 

opposition proceeding in related cancellation proceeding).  Alternatively, should the Board not 

wish to upset the current schedule, Opposer would be willing to file its motion to reuse the 

HACR testimony now (provided the Board grants leave for it to be filed outside the reply 

testimony period) and defer the issue of reopening and extending the reply period. 

2. The Merits of Opposer’s Motion Are Unrelated to the 
 Issues Raised by Applicant Own Motion to Extend 
 

Although it is true that both Applicant and Opposer have sought to extend their respective 

testimony period, Applicant incorrectly presumes that Opposer’s motion rises and falls with 

Applicant’s own motion for an extension of time.  This is not the case.  Each motion must be 

decided on its own merits, and the fact is that Applicant’s request to extend the testimony period 

for its case-in-chief (which had already been extended to a period of seven months) for the 

purposes of taking “discovery” of third parties that were known to Applicant since before its 

testimony period opened cannot possible (and does not) rise to the level of “good cause.” 

                                                           
3  The Board has in fact already granted a similar motion in the Cancellation proceeding upon finding 
Applicant and its affiliated entity in the Cancellation proceeding to be in privity and the issues involved to be 
substantially the same.  See D.I. 38 therein.  Opposer (Petitioner therein) has reused testimony from this proceeding 
in the Cancellation proceeding. 
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Specifically, and as detailed more fully in Opposer’s opposition (D.I. 54) to Applicant’s 

motion for an extension, Applicant waited over seven months before scheduling ten depositions 

of ten third parties (including many of whom Applicant admittedly had been aware since before 

its testimony period even opened) over the last few days of its testimony period, which would 

have necessitated double- and triple-tracking those depositions.  Moreover, and as was confirmed 

by the U.S. District Court for the Southern District of New York and shown by the questions 

Applicant asked during the depositions that have already took place, these “trial” depositions 

were really just thinly-veiled discovery devices, and thus inappropriate for use as trial vehicles.  

Finally, and given the last minute flurry of deposition activity, it was unsurprising that many of 

the third parties simply could not attend at the precise times that were necessary so as to fit into 

Applicant’s last minute deposition scheduling blitz.  In view of all of this, Applicant could not—

and, notably, in its moving papers it did not even try to—establish that “good cause” exists for 

why its testimony should be extended yet again, thus delaying these proceedings further.. 

Indeed, in sharp contrast to the situation presented on Opposer’s motion, in Applicant’s 

case, no new facts or discoveries necessitated these last minute depositions.  Rather, Applicant, 

despite having had 18 months for discovery, another 16 months to plan its case, and another 

seven months to put on its case-in-chief, evidently just decided at the last moment that it wanted 

to conduct a fishing expedition of the various third parties, as one can tell by the breadth of the 

subpoenas that Applicant served.  See generally D.I. 51 at Ex. A.  Moreover, and again unlike 

the present situation, Applicant was aware of the existence of (and equally important, the alleged 

relevance of) at least some of the third parties for almost a year before it sought to subpoena 

them.  See Kane Decl. ¶4 (Bokat Depo. 27:18-19) (questioning Opposer’s witness about one of 

the third parties, called the U.S. Women’s Chamber of Commerce).  If Applicant desired to 
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obtain the testimony of these known parties during its case-in-chief (which testimony, again, was 

not being offered in response to any new “evidence” that may have been discussed by one or 

more of Applicant’s other witnesses, all of whom, incidentally, were associated with Applicant), 

it certainly had ample time to converse with them and schedule the deposition, which is unlike 

the situation here.  Applicant, however, simply chose not to do so.  

Also, and again unlike Applicant’s situation, Opposer is not seeking an extension to take 

discovery.  As can clearly be seen from the “trial” transcripts of several of the third parties who 

testified before the end of Applicant’s trial period, Applicant was using its “trial” testimony to 

fish for information.  Opposer, in sharp contrast, only deposed HACR for the limited purpose of 

authenticating a website page that had been identified the week before by another trial witness 

(Mr. Ramos).  Compare D.I. 54, Ex. B (Applicant’s deposition of Curtis Carlson) to Kane Decl. 

¶4 (HACR Depo. 5:21 – 9:2).4  If Applicant is given more time to finish up the remaining “trial” 

depositions, more of the same would be expected, further wasting party time and money. 

                                                           
4 Of course, even though Opposer limited its deposition of HACR to a specific and definable issue, 
Applicant could not resist cross-examining HACR on matters clearly outside the limited scope of that deposition 
(for which Opposer timely objected to such questioning).  See Kane Decl. ¶4 at 9:6 – 16:17. 
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CONCLUSION 

Applicant has failed to provide any justification for why it needs an extension other than 

to continue its practice of 11th hour discovery.  Opposer, on the other hand, merely seeks to 

authenticate a single document, which was only recently discovered, and even Applicant cannot 

dispute that Opposer’s situation demonstrates “good cause.”  For the reasons set forth above, the 

Board should therefore grant Opposer’s motion for an extension and deny Applicant’s request. 

     Respectfully Submitted, 

 

Date: June 3, 2008          ___/s/ Erik C. Kane___ 
      Edward T. Colbert 
      William M. Merone 
      Erik C. Kane 
      KENYON &  KENYON LLP 
      1500 K Street, N.W.; Suite 700 
      Washington, D.C.  20005 

     Tel.: (202) 220 – 4200 
     Fax:  (202) 220 – 4201 

 
Counsel for Opposer, The Chamber of Commerce of 
the United States of America 

 
 



 

CERTIFICATE OF SERVICE  
  

I hereby certify that the required number of copies of the foregoing OPPOSER’S REPLY 

IN SUPPORT OF ITS MOTION TO EXTEND ITS TESTIMONY PERIOD was served on the 

parties or counsel on the date and as indicated below: 

 
By First-Class Mail (Postage Prepaid) 

 
 Jill M. Pietrini 
 Andrew Eliseev 
 MANATT PHELPS &  PHILLIPS, LLP 
 11355 W. Olympic Boulevard  
 Los Angeles, CA 90064-1614  
  

 
 
 

Date: June 3, 2008          ___/s/ Erik C. Kane                        
      Edward T. Colbert 
      William M. Merone 
      Erik C. Kane 
      KENYON &  KENYON LLP 
      1500 K Street, N.W.; Suite 700 
      Washington, D.C.  20005 

     Tel.: (202) 220 – 4200 
     Fax:  (202) 220 – 4201 

 
Counsel for Opposer, The Chamber of Commerce of 
the United States of America 

 
 
 


































































